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І. ANALYSIS OF CURRENT STATUS OF RETROACTIVE PROTECTION OF COPYRIGHT AND NEIGHBORING RIGHTS

I.1 Background

In examining the issue of retroactivity, it is probably best to break down objects of copyright and neighboring rights into two groups:

· Group І - objects of rights that came into existence before the entry into force of the Law of Ukraine "On Copyright and Neighboring Rights", which was adopted on 23 December 1993 and took effect on 23 February 1994 (hereinafter – “1994 Copyright Law”), i.e., before 23 February 1994;
· Group II – objects of rights that came into existence after the entry into force of the 1994 Copyright Law and which are protected within the framework of the currently effective national treatment, i.e. after 23 February 1994. 

I.1.A.
Group I Works: General Analysis

Sources of law

Copyright and national treatment of protection of Group I rights were stipulated in the Soviet copyright law.

The sources of the above copyright law were:
· The Fundamentals of Civil Legislation of the USSR (1962), which lost force in Ukraine on 1 January 1992;

· The Ukrainian Civil Code (1963) (hereinafter – “Civil Code”), specifically Articles 472-513;

· Treaties in which the USSR participated, including the Universal Copyright Convention (1952) (hereinafter – “Universal Convention”), to which the USSR acceded on 27 May 1973. On 23 December 1993 by the Decree of the Supreme Rada, Ukraine confirmed its continued participation in said Convention by virtue of its being a successor to the former USSR.

Protection of Copyright

According to the above legislation, in the territory of Ukraine, protection was granted to copyright only (but not to neighboring rights).

According to the law, copyright-protected objects included works of science, literature or art irrespective of their form, purpose and merits, or reproduction method. While the list of such works given in the law was not exhaustive, general requirements were set in accordance with which copyright (and accordingly, copyright protection) would only be given to:

· Works expressed in an objective form such that other persons could reproduce the results of the author’s creative activity;

· New works, as well as those of a creative nature;
· Works resulting from creative activity of specific persons (authors).

Notwithstanding the fact that the list of copyrightable works was non-exhaustive, the list indicated in the law (Article 472 of the Civil Code) was helpful in the practical application of copyright.
This legislatively established list of copyrightable works in Group I was somewhat limited in comparison to the list later given for Group II. For instance, according to the law, Group І did not include computer software, databases, sermons, audiovisual works, etc.

It was expressly provided in the law that the following objects were not protected by copyright:
(a) Works for which the copyright has already expired (Article 499 of the Civil Code);

(b) Photographic and similar works, if each specimen thereof does not bear the name of the author and the place and year of the work’s production (Article 472 of the Civil Code).

Holders of Copyright

Both individuals and legal entities could qualify as “authors” (Articles 474 and 480 of the Civil Code).

An individual’s copyright was protected by Ukrainian law (Article 493 of the Civil Code) for the author’s entire lifetime plus 25 years after his death, counting from 1 January of the year following the year of the author’s death (the same minimum term of protection was stipulated by Article IV of the Universal Convention).  As regards legal entities, Article 496 of the Ukrainian Civil Code established an unlimited term of protection of their copyright.  It was provided that if a legal entity is liquidated, its copyright was conveyed to the State.

Foreign authors’ copyright to works that were first published or located outside the USSR was recognized only pursuant to international treaties (Article 474 of the Civil Code). Thus, domestic legislation did not protect the works of foreign authors, save in those rare instances when the foreign authors first published their works in the USSR.

On 27 May 1973, the USSR acceded to the Universal Convention. As a result, foreign authors began to enjoy national treatment protection of their copyrighted works throughout the USSR (including Ukraine).

In practice, the USSR’s participation in the Universal Convention had the following consequences
:

· Only those works of foreign authors that were published on or after 27 May 1973 were protected by copyright in the USSR (including Ukraine);

· By the same token, the Universal Convention does not require that the works of Soviet or foreign authors published prior to 27 May 1973 be protected in the states participating in the Universal Convention;

· Works of foreign authors first published outside the USSR prior to 27 May 1973 could be used (published, translated, etc.) without the author’s special permission, and the moment of publication was determined not by the date when a work was approved for printing at the publisher’s, but by the date the work was actually distributed.

I.1.B.
Group II Works: General Analysis 

Sources of law

On 24 February 1994 the 1994 Copyright Law entered into force in Ukraine. The Copyright Law superceded earlier legislation that conflicted with it.
 On 30 March 1994, Articles 473 through 513 of the Civil Code were deleted and replaced with a new Article 472.
 Thus, from 30 March 1994 on, the relations arising in connection with the creation and use of objects of copyright and neighboring rights have been regulated by the 1994 Copyright Law and by other Ukrainian legislation and international treaties of Ukraine, in particular:

· The Civil Code (Article 472);

· The Ukrainian Constitution of 28 June 1996 (Article 54);

· International treaties of Ukraine, which encompass international agreements, the binding nature of which has been recognized by the Ukrainian Parliament (the “Supreme Rada” or hereinafter - “Rada”), because these agreements are acknowledged to form part of the Ukrainian legislation.
 (It has also been established that the rules of international treaties in which Ukraine participates prevail over the domestic legislation when the conclusion or ratification of such agreements has been accomplished in the form of a law
).  Such international treaties include:

· The Berne Convention for the Protection of Literary and Artistic Works (Paris Act of 24 July 1971, as amended on 2 October 1979) (the “Berne Convention”). Ukraine acceded to the Berne Convention through a law passed on 31 May 1995 with a reservation. The Berne Convention entered into force in Ukraine on 25 October 1995
;

· The Convention for the Protection of Producers of Phonograms Against Unauthorized Duplication of Their Phonograms of 29 October 1971 (the “Geneva Convention”). Ukraine acceded to the Geneva Convention through a law passed on 15 June 1999;
 

· The Agreement on Cooperation in the Sphere of Copyright and Neighboring Rights Protection on 24 September 1993 (the “1993 CIS Moscow Agreement”). Ukraine ratified this Agreement on 27 January 1995.  

· Other international treaties.

Protection of Copyright

The 1994 Copyright Law divided protected objects into two groups: “objects of copyright” and “objects of neighboring rights”.

The list of objects of copyright, as before 24 February 1994, is non-exhaustive, being ended by objects of copyright described as “other works”. Even so, the list of clearly identified objects of copyright (Article 5) has been greatly expanded. 

The 1994 Copyright Law directly states that the following objects are not protected by copyright, i.e. are not copyrightable:

(а) Objects listed in Article 7: news and information about current events of a common press information nature; folk cultural works; official documents; state symbols, signs, etc.

(b) Works that have fallen into the public domain (Article 26), which includes not only the works for which the copyright term has expired, but also works which have never enjoyed copyright protection in Ukraine. 

The 1994 Copyright Law recognizes the author (the original copyright holder according to its Article 11) and subsequent copyright holders (Article 27) as all being “copyright holders”.

The 1994 Copyright Law only allows an individual whose creative work brought about a work to be an “author”, i.e. legal entities could no longer be qualified as “authors”.  However, both individuals and legal entities to whom ownership of a copyright has passed can be “copyright holders” (Article 1).

Neighboring Rights 

Under the 1994 Copyright Law, the number of protected rights has been greatly expanded. Most importantly, in addition to copyright, neighboring rights gained protection.

Although the list of objects of neighboring rights is not clearly laid out in the Ukrainian legislation, the 1994 Copyright Law provides protection for the following objects of neighboring rights: 

· Performances;

· Phonograms; and

· Broadcasts.

Both individuals and legal entities can be neighboring rights holders.  However, only an individual performer, a non-exhaustive list of which persons is included in Article 1 of the 1994 Copyright Law, can hold the neighboring rights to such objects of neighboring rights as a performance.

It is worth noting that objects of neighboring rights can be protected regardless of whether the objects of copyright to which they are connected are protected.  For instance, the first recording of a performance of a folk art work is subject to full protection under the domestic legislation of Ukraine.  

Therefore, whenever a work not protected by the law or an object that does not result from any creative activity is performed, recorded on a phonogram or broadcast, neighboring rights are independent and must be protected irrespective of copyright.

Phonograms

From 24 February 1994 on, domestic legislation protected authors and phonogram producers (including foreigners) whose works (phonograms) were first published abroad, if they were subsequently published in Ukraine within 30 days thereafter.

It should be noted that the 1994 Copyright Law defined “publication” as putting into circulation specimens of a work or phonogram (with the rights holder’s consent) in an amount satisfying the reasonable requirements for public consumption, by way of sale, lease (rental) or other transfer of right of ownership or control over specimens of the work or phonogram.

If a foreign rights holder’s phonogram was promulgated outside Ukraine, then the foreigner’s neighboring rights thereto within Ukraine are protected according to the international treaties of Ukraine.

Term of Protection

According to the 1994 Copyright Law (Article 24), the general term of protection for copyright was increased to encompass the entire life of the author plus 50 years after the author’s death. This term generally accords with the Berne Convention’s requirements.

That said, this general rule has the following exceptions:

· Works promulgated anonymously or under a pseudonym are protected for 50 years after the moment of promulgation
;

· Works created in co-authorship are protected during the entire lifetime plus 50 years after the death of the last co-author;

· Works first published within 30 years after the death of the author are protected for 50 years after the date of publication.

Please note that the above terms of copyright protection apply only to works, the term of protection of which did not expire under previous legislation prior to 23 February 1994
  (the date the 1994 Copyright Law took effect).

Thus, the term of protection for Group I works would be extended (with the new 50-year term) if the copyright to the works in question under the previous legislation had not expired prior to 23 February 1994. 

While the 1994 Copyright Law does not resolve the issue of the expiration of copyrights held by legal entities, and in fact does not address this issue at all, nonetheless the rules of the Copyright Law make it possible for us to come to the following conclusions.  Because the 1994 Copyright Law permits the term of copyright protection to be applied to all works, the term of protection of which has not expired prior to 23 February 2000, we believe that the previous unlimited term of protection of such rights held by legal entities is restricted or cut off by virtue of the establishment of a general term of protection for copyright, provided by Article 24 of the 1994 Copyright Law.
 Accordingly, legal entities’ copyrights should continue to enjoy protection, but only for the extent of the general term of protection provided for in the Copyright Law. 

Objects of neighboring rights have the following terms of protection:

· The proprietary rights of performers are protected for 50 years after the first fixation of a performance or staging;

· The rights of phonogram producers are protected for 50 years after the first publication of a phonogram or, if publication does not take place, then for 50 years after the first fixation of a sound recording;

· The rights of broadcasting organizations are protected for 50 years after the first airwave or cable transmission.

The above terms begin on 1 January of the year that follows the year in which the above events take place.

Note that Ukrainian law (within the national treatment) did not protect such objects of neighboring rights as were promulgated, manufactured and distributed prior to 23 February 1994.
.  Thus, the law was not given retroactive force in relation to earlier created objects of neighboring rights.

Public Domain
Article 26 of the 1994 Copyright Law includes a larger number of works within this category:

(a) Works for which the copyright term has expired; and

(b) Works that were never (i.e., through 24 February 1994) protected within Ukraine.

At the same time, it was established
 that works that were previously not protected by copyright would, from 23 February 1994 on, be protected by the 1994 Copyright Law, but only if they were promulgated and manufactured and distributed after 23 February 1994. 

To fully analyze the concept of “public domain” in the context of national treatment, and to examine the definitions of several works falling within the concept, it is necessary to clarify which works “were never protected in Ukraine” up through 23 February 1994. The following fall within this list:

(1) The Group I works that do not meet the general criteria for protectable works, including works not expressed in a form that permits them to be reproduced (note that the 1994 Copyright Law presently does not require that it be possible to reproduce the works, meaning that from 23 February 1994 to the present, protection is extended even to works that are completely incapable of being reproduced, or that cannot be reproduced due to insufficient technology for effecting such reproduction, or for works that can only be partially reproduced);

(2) The Group I works that the 1994 Copyright Law clearly states are not protectable;

(3) The Group I works that were not included on the list of protectable works, established by law, because they did not fit the previous definition of a “work”, including computer programs, sermons, audiovisual works, etc.;

(4) Works of foreign authors that were published prior to 27 May 1973 (the date the USSR acceded to the Universal Convention).

It should be noted that under 1994 Copyright Law, its Article 26 and the “public domain” concept in general are applicable to works, but not to the object of neighboring rights (including phonograms).
Universal Convention

The rights of foreign authors, who are nationals of states participating in the Universal Convention, to works published after 27 May 1973, unless the term of protection of such works had not expired under Ukrainian law prior to 24 February 1994, remained protected in Ukraine.

Berne Convention

On 25 October 1995, the rules contained in the Berne Convention became part of Ukrainian legislation. As a result, foreign authors, who are nationals of states participating in the Berne Convention, received the same rights granted to Ukrainian authors – in other words, they were accorded “national treatment”. However, in contrast to the Universal Convention, Article 18 of the Berne Convention extended protection to all works that had not yet fallen into the public domain in the country of their origin through the expiry of their term of protection before 25 October 1995 (i.e., before the date that the Berne Convention entered into force in Ukraine).

Since the Berne Convention has retroactive effect, after 25 October 1995 Ukrainian authors received the right to protect their works in the territories of the states participating in the Berne Convention, even if these works were first published before 25 October 1995

Similar rights were granted to foreign authors in Ukraine. But it must be remembered that Ukraine joined the Berne Convention with a single reservation
, under which the Berne Convention would not be applied to works that on the date of entry into force of the Berne Convention for Ukraine were already in the public domain in Ukraine, and not in the country of origin as Article 18 of the Berne Convention required.

Moreover, in contrast to Article 18 of the Berne Convention, which places in the public domain only those works with respect to which the term of protection has expired in the country of origin, Article 26 of the 1994 Copyright Law placed more works in the public domain: not only works whose term of copyright protection has expired, but also works that have never been protected in Ukraine.
Therefore, if we assume that the Berne Convention is applied in Ukraine with the above reservation, the Berne Convention is evidently retroactive in the territory of Ukraine with respect to all works, except for those that fell into the public domain in Ukraine. 

We could conclude our analysis of Ukraine’s accession to the Berne Convention on that note. But there is an inconsistency that requires legal analysis. The above-mentioned reservation, made by Ukraine with regards to Article 18 of the Berne Convention, was not a permissible reservation under the Berne Convention (Article 30).  At the same time, Article 3 of the 1994 Copyright Law established that “if an international treaty in which Ukraine participates has established rules other than those contained in Ukrainian legislation on copyright and neighboring rights, then the rules of the international treaty shall prevail.” It follows that the Law “On Accession to the Berne Convention” of 31 May 1995, by containing the reservation noted above, clearly violates Article 3 of the Copyright Law.

In our view, Article 3 of the Copyright Law requires that Article 18 of the Berne Convention be implemented in Ukraine without any reservations. Thus, in accordance with the Berne Convention, Ukraine should protect all works of foreign authors, with the sole exception being those works that on 25 October 1995 have already fallen into the public domain in their country of origin through the expiry of their term of protection.
Subject to the foregoing, it is possible to argue, although it is not entirely certain, that after 25 October 1995, Ukraine began to protect many works of foreign authors that had earlier not been protected in Ukraine (with the exception of those works that had fallen into the public domain in their country of origin), and these foreign authors acquired the right to protect their copyrights even on those works that were promulgated prior to 27 May 1973 (the date of entry into force in Ukraine of the Universal Convention), unless these works have fallen into the public domain in their country of origin prior to 25 October 1995.

U.S.-Ukraine bilateral Agreement on Trade Relations

The U.S.-Ukraine bilateral Agreement on Trade Relations that took effect on 18 June  1992 provides (in Article VIII) that upon the date when both parties are members of the Berne Union, the protection of works in existence prior to that date shall be determined in accordance with Article 18 of the Paris Act of the Berne Convention. 

Geneva Convention

The rules of the Geneva Convention (1971) came into force in Ukraine as of 18 February 2000, and as a result Ukraine became bound:

· To protect the rights of phonogram producers, who were nationals of any state participating in the Geneva Convention, by preventing as a minimum the unauthorized duplication of phonograms, the importation of such duplicates (if import is conducted with the aim of distributing such duplicates) and the distribution of such duplicates to the public (Article 2);

· To implement the Geneva Convention through one or more of the following legislative measures: granting copyright or other special rights protection; passing unfair competition legislation; passing legislation on criminal liability (Article 3).

Since Article 7.3 of the Geneva Convention does not expressly clarify whether phonograms recorded prior to 18 February 2000 are covered, the mere accession to the Geneva Convention fails to settle the retroactivity issue and does not solve the question of protection of foreign rights holders in relation to pre-existing phonograms, i.e., phonograms recorded prior to 18 February 2000. 

It is also worth noting that the Geneva Convention expressly requires Contracting States to protect phonogram producers that are nationals of other Contracting States (Article 2). The internal legislation of Ukraine does not provide for specific measures to protect such rights of foreign rights holders, i.e. Ukrainian legislation does not provide for national regime for implementation of the Geneva Convention. Thus, implementation of the rules of the Geneva Convention in Ukraine is fairly problematic because the legal mechanism for implementing its rules is not set. To resolve this issue, either the Law “On Accession to the Geneva Convention” or the 1994 Copyright Law (or both) will need to be amended.

Even so, the Geneva Convention is the first international treaty of Ukraine, in accordance with which, since 18 February 2000, neighboring rights of foreign phonogram producers are protected in Ukraine. Currently, Ukrainian national law leads to this protection being afforded only to phonograms fixed after 18 February 2000.

1993 CIS Moscow Agreement
Holders of copyrights and neighboring rights from CIS countries belong, in Ukrainian domestic legislation, in the same category as foreign holders of copyrights and neighboring rights.

In order to regulate, on a joint basis, issues of the protection of copyright and neighboring rights arising in the states of the former USSR, some of the countries of the CIS signed the 1993 CIS Moscow Agreement (ratified by Ukraine on 27 January 1995).   

The 1993 CIS Moscow Agreement (Article 2) contains an obligation for all of the participating CIS countries to adopt the norms of the Universal Convention (1952 version) in their relations with each other, both with regard to works created after 27 May 1973, and with regard to works protected by law in the participating CIS countries before this date, and on the same conditions as those established by domestic legislation for their own authors, i.e., with the granting of national treatment.  In this manner, under the 1993 CIS Moscow Agreement, copyright arising in the participating CIS countries, received a national protection regime (except for the protection term) in the territory of Ukraine.

The issue of the protection of neighboring rights, according to the conditions specified in the 1993 CIS Moscow Agreement (Article 3), must be decided at the level required by the Berne, Geneva and Rome Conventions, i.e., the 1993 CIS Moscow Agreement does not directly require granting retroactive protection to neighboring rights. Considering the above, we expect that the neighboring rights of rights-holders from CIS countries must be protected on Ukrainian territory under a general regime, like the rights of foreign rights-holders, i.e., in accordance with the international agreements of Ukraine.

I.2 Retroactivity Under the Effective Domestic Legislation and International Treaties 
The above analysis of legislation makes it possible to say that the current protection of copyright and neighboring rights in Ukraine is regulated by the domestic legislation (primarily 1994 Copyright Law) and by the international treaties that are in force for Ukraine: the Universal Convention, the Berne Convention, the Geneva Convention and the 1993 CIS Moscow Agreement.

The above legislation makes it clear that at present the following categories of objects of copyright and neighboring rights are granted protection in Ukraine (with or without retroactivity):

(1) Earlier protected works of an author, for which the 25-year term of protection had not expired prior to 23 February 1994 (with retroactive protection);

(2) Works of foreign authors that were published after 27 May 1973 and the term of protection of which (25 years after the author’s death) had not expired prior to 23 February 1994 (with retroactive protection);

(3) Ukrainian objects of neighboring rights that were promulgated, manufactured and distributed after 23 February 1994 (without retroactive protection);

(4) The rights of foreign phonogram producers to phonograms recorded after 18 February 2000 (without retroactive protection).

In order to further elaborate on retroactive protection in relation to the above categories, it is important to note that “retroactivity” is traditionally understood to mean the application of a new law to legal relations that were already in place prior to the new law’s entry into force. However, in the sphere of copyright and neighboring rights protection, this term is used in a specific and somewhat different sense.  Thus, “retroactive protection” should be taken to mean the application of the rules created by the new legislation (1994 Copyright Law or Ukraine’s international treaties) and the new, expanded protection they provide, to earlier created objects of copyright or neighboring rights, but remedies are available only in respect to legal relations that took place after the coming into force of the new legislation. 

In relation to objects of copyright, current Ukrainian law extends protection not only to objects of copyright that were created or first promulgated after the entry of the 1994 Copyright Law into force (i.e., after 23 February 1994). Protection also extends to objects of copyright that were created and promulgated earlier, if on 23 February 1994 their term of copyright protection had not yet expired. Thus, the rules for protecting copyright established by the 1994 Copyright Law are given retroactive force. Again, it should be borne in mind that copyright protection may be applied to pre-existing works, but that remedies may only apply to legal relations that took place after the 1994 Copyright Law took effect.

In relation to neighboring rights, current legislation provides for no retroactive protection.  In other words, the rules of the 1994 Copyright Law do not apply to phonograms, performances and broadcasts created prior to 23 February 1994. However, this does not necessarily mean that such objects can be freely distributed (used) at this time, because a protected copyright might still attach to the object. In such a case, distribution or use of the object of unprotected neighboring rights and protected copyright would require the consent of the author.

I.3 Retroactivity Under the Pending Legislation and International Treaties 
Civil Code Book IV

The new draft of the Civil Code is currently pending in Ukraine.  Book IV of the draft Civil Code is entirely devoted to IPR issues.  At present there are two alternative versions of Book IV being considered, but neither of them addresses the issue of retroactivity.

Copyright Amendment Bill

Ukraine is presently attempting to modernize its copyright and neighboring rights legislation by enacting a law to amend the 1994 Copyright Law (hereinafter - the “Copyright Amendment Bill”). 

The Copyright Amendment Bill was re-adopted by the Rada on 18 January 2001 and then was vetoed by the President. It should be noted that the Copyright Amendment Bill fails, on many key issues, to comply with EU legislation or with the WTO requirements, especially as regards the retroactivity issue.

The re-adopted Copyright Amendment Bill provides a new solution to the issue of protection of existing objects of copyright.  In particular, Clause 4 of the Final Provisions of the Copyright Amendment Bill calls for extending protection to all earlier published works, unless the 50-year period of validity of copyright after the author's death has expired prior to the entry into force of the Copyright Amendment Bill. It follows that, as regards copyright, a new national treatment protection will come into effect, under which:

· All earlier published works, for which the 50-year period of protection has not expired prior to the entry into force of the Copyright Amendment Bill, are protected by the new Copyright Amendment Bill and its new, longer term of protection (70 years after the author’s death). Thus, it appears that Point 4 of the Final Provisions is speaking about extending the term of protection (to 70 years) of only objects that are already protectable (i.e., that have not yet fallen into the public domain).

· Works for which the 50-year period of protection expired prior to the entry into force of the Copyright Amendment Bill will not be protected.

Moreover, the Copyright Amendment Bill makes important revisions in relation to implementation in Ukraine of the Berne Convention.  In particular:

· The first paragraph of Point 6 of the Final Provisions of the Copyright Amendment Bill removes the reservation related to Article 18 of the Berne Convention under which Ukraine earlier acceded to the Berne Convention. Under this reservation, the Berne Convention would not be applied to works that on the date of entry into force of the Berne Convention for Ukraine (i.e., on 25 October 1995) were already in the public domain in Ukraine, and not in the country of origin as Article 18 of the Berne Convention required.  Cancellation of this reservation may be interpreted to mean that Ukraine now accepts the obligation of applying the Berne Convention’s rules to all works that are protected in the other countries participating in the Berne Convention, i.e., to all works, the term of protection of which has not expired in the country of origin prior to 25 October 1995
;

· In addition to that, the second paragraph of Point 6 of the Final Provisions of the Copyright Amendment Bill establishes a new reservation, whereby Ukraine binds itself to protect even those works that have fallen into the public domain in Ukraine – this may mean that Ukraine is ready, beginning on the date of entry of the Copyright Amendment Bill into force, to protect even those works the term of protection of which in Ukraine had already expired by 25 October 1995.

Given that this new reservation extends protection to a wider array of foreign works than would be required by Article 18 of the Berne Convention, it would appear that the reservation can have no legal effect – because its text does not accord with the requirements of the Berne Convention. Article 30 of the Berne Convention only permits reservations in certain strictly defined cases, in which this reservation may not be included.

Based on the above, the new national treatment protection of copyright will more closely comply with the Berne Convention than does the existing 1994 Copyright Law.

As regards neighboring rights, the issue of protection of existing (on the date of entry into force of the Copyright Amendment Bill) objects of neighboring rights again remains unresolved.  Thus, it is provided that from the moment the Copyright Amendment Bill enters into force, the Rada's Resolution "On the Procedure for Implementing the Law of Ukraine 'On Copyright and Neighboring Rights'" of 23 December 1993, which restricted the protection granted to neighboring rights promulgated, manufactured and distributed prior to 23 February 1994 (the date the 1994 Copyright Law entered into force), will lose force. However, it is not at all clear that the objects of neighboring rights that were promulgated earlier will automatically receive protection under the Copyright Amendment Bill.

The Copyright Amendment Bill does not provide any means of deciding this issue and does not clearly and directly answer the question of from what moment objects of neighboring rights, promulgated prior to the entry into force of the Copyright Amendment Bill, will begin to be protected. Therefore, we believe that the issue of the retroactive protection of neighboring rights within the context of national treatment will remain unresolved.

Rome Convention

Ukraine has not yet joined the Rome Convention for the Protection of Performers, Producers of Phonograms and Broadcasting Organizations (Rome, 26 October 1961) (hereinafter - the “Rome Convention”), although Ukraine expresses an interest in joining the Rome Convention in the near future. A draft law “On Acceding to the Rome Convention” has been prepared, and it contains no reservations. However, this draft law has not yet been submitted to the Rada.

If Ukraine accedes to the Rome Convention, this should clarify the issue of extending national treatment to objects of neighboring rights of foreign rights holders who are nationals of states participating in the Rome Convention, and should also increase the level of protection provided.

However, accession to the Rome Convention will not resolve the issue of retroactivity in relation to earlier created objects of neighboring rights because Article 20 of the Rome Convention leaves this issue to national law of the Contracting States by establishing that no Contracting State shall be bound to apply the provisions of the Rome Convention to performances or broadcasts which took place, or to phonograms which were fixed, before the date of coming into force of this Convention for that State.

TRIPS

One of the basic WTO documents is the Agreement on Trade-Related Aspects of International Property Rights (hereinafter – “TRIPS”), which since 1995 has served as the WTO’s international standard regarding the protection of intellectual property rights.  A decision on the acceptance of a particular state into the WTO is bound up with its observance of TRIPS. Therefore, one of the conditions for Ukraine’s accession to the WTO is that Ukrainian domestic legislation be brought into line with the TRIPS requirements. 

TRIPS covers issues related to the protection of objects of intellectual property, including copyrights and neighboring rights. In this regard, one of the key requirements of TRIPS in relation to neighboring rights (rights of performers and producers of phonograms in phonograms) is the extension (granting) of protection to the existing objects of neighboring rights.  Article 14.6 of TRIPS establishes that the provisions of Article 18 of the Berne Convention (1971) shall also apply, mutatis mutandis, to the rights of performers and producers of phonograms in phonograms.

At the present time, neither the 1994 Copyright Law, nor any other pending Ukrainian legislation, corresponds to TRIPS on the retroactive protection issue.

WIPO Treaties

At present time, Ukraine intends to accede to the WIPO Copyright Treaty and WIPO Performances and Phonograms Treaty.  The draft laws on accession to these treaties have been developed and are undergoing approval in various Ukrainian ministries.

From the moment that these treaties enter into force on the territory of Ukraine:


· Under the WIPO Copyright Treaty (Article 13), all additional forms of protection of the rights of authors who are nationals of states participating in this Treaty, stipulated in the Treaty, must be applied in accordance with Article 18 of the Berne Convention to protectable works whose periods of protection have not expired in their countries of origin;

· Under the WIPO Performances and Phonograms Treaty (Article 22), the rights of foreign performers and phonogram producers who are nationals of states participating in this Treaty, must be protected in application of Article 18 of the Berne Convention mutatis mutandis.

II. PROPOSALS FOR CURRENTLY NEEDED REFORMS

II.1 Required Amendments to Effective Legislation

Under the effective legislation, the retroactivity issue may be resolved for both domestic copyright and neighboring rights holders in the following two steps:

Step I – Grant protection to all objects of copyright and neighboring rights created (existing) as of the date of entry into force of 1994 Copyright Law, i.e., within national regime.  In this case, full protection, as envisaged by current Ukrainian law, would apply to all objects of copyright and neighboring rights of domestic rights holders existing before 23 February 1994 (including works not protected earlier), provided that fifty years have not elapsed from the moment of their publication or promulgation.  Foreign rights holders can benefit from analogous rights based on the implementation of international agreements.  In order to realize this Step I, amendments will be needed to the Rada's Resolution of 23 December 1993 “On the Procedure for Putting into Force the Law of Ukraine ‘On Copyright and Neighboring Rights’” (draft revisions are set forth in Attachment #1).

Step II – Grant retroactive protection to the objects of author’s rights and neighboring rights of foreign rights holders via the introduction of the appropriate revisions to the Laws on Accession to the Berne and Geneva Conventions (draft revisions are set forth in Attachments #2 and #3).  In this case, the rights of foreign authors and neighboring-rights holders to their works and objects of neighboring rights created before Ukraine’s accession to the Berne and Geneva Conventions would receive protection within the scope of the national regime according to the rules established in Art. 18 of the Berne Convention.   In order to enable Ukrainian neighboring right holders to benefit from equal rights in all WTO member states, Ukraine should join WTO swiftly. 

II.2 Required Amendments to Pending Legislation
A partial resolution of retroactivity issues with regard to copyright is contained in the Copyright Amendment Bill, which in its Final Provisions contains the amendments to the Law on Accession to the Berne Convention and the Rada's Resolution of 23 December 1993, required for copyright protection for domestic and foreign rights holders in observance of the requirements of the Berne Convention.

In addition, since resolution of the question of granting the analogous protection of neighboring rights has not been reflected in the Copyright Amendment Bill, respective revisions are proposed in Attachment #4.  

ATTACHMENT 1

DRAFT

resolution

of the SUPREME Rada of Ukraine

"On Amendments to the Resolution of the Supreme Rada of Ukraine

'On the Procedure for Putting into Force the Law of Ukraine

'On Copyright and Neighboring Rights'"

The Supreme Rada of Ukraine enacts the following:

To introduce the following amendments into the Resolution of the Supreme Rada of Ukraine of 23 December 1993 "On the Procedure for Putting Into Force the Law of Ukraine "On Copyright and Neighboring Rights":

1. To provide the following new wording of clause 4:

"4. To establish that this Law shall be applicable to the objects of neighboring rights created or first published before this Law’s entry into force if, as of the date of the entry into force, the 50-year period shall not have elapsed since their first recording (for performances), publication (for phonograms), or broadcast (for broadcast program)";

2. To provide the following new wording of clause 5:

"5. To establish that, beginning with the date of entry into force of this Law, the periods of protection for the rights specified in Articles 28 and 44 of this Law shall apply in all cases in which the 50-year period of validity of copyright or neighboring rights shall not have expired on the date of this Law’s entry into force ".

Chairman

of the Supreme Rada of Ukraine




I. Pliushch

ATTACHMENT 2

DRAFT

law of Ukraine

"On Amendments to the Law of Ukraine 'On Ukraine's Accession

To the Berne Convention for the Protection of Literary and Artistic Works 

(Paris Act of 24 July 1971, as amended on 2 October 1979)'"

The Supreme Rada of Ukraine enacts the following:

1. To delete from Article 2 of the Law "On the Amendments to the Law of Ukraine 'On Ukraine's Accession to the Berne Convention for the Protection of Literary and Artistic Works (Paris Act of 24 July 1971, as amended on 2 October 1979)'" the words "notifying that the Convention is not applicable to the works which on the entry into force of the Convention for Ukraine have fallen into public domain in its territory".

The Ministry of Foreign Affairs of Ukraine shall submit to the General Director of the World Intellectual Property Organization a document on the adoption of this Law.

Chairman

of the Supreme Rada of Ukraine




I. Pliushch

ATTACHMENT 3

DRAFT

LAW of UKRAINE

"On Amendments to the Law Of Ukraine

‘On Accession to the Convention for the Protection

Of Producers Of Phonograms against Unauthorized

Duplication of Their Phonograms of October 29, 1971"

The Supreme Rada of Ukraine enacts the following:
To add the following new parts two through five to the Law of Ukraine "On The Amendments To The Law Of Ukraine ‘On The Accession To The Convention For the Protection Of Producers of Phonograms Against Unauthorized Duplication Of Their Phonograms of October 29, 1971":

"In observance of the requirements of Article 3 of the Convention, to extend the national regime of protection of neighboring rights to the phonogram producers (foreign legal entities and individuals) originating from the states participating in the Convention. To establish that, with the aim of protecting the neighboring rights of foreign legal entities and individuals, the Convention shall be applied in Ukraine through the use of any legal measures and methods stipulated by the legislation of Ukraine (national legislation) for neighboring rights protection, including:

The legislation on copyright and neighboring rights, the legislation on protection against unfair competition, the civil, administrative, criminal and other legislation of Ukraine.

To establish that the national regime of protection of neighboring rights shall be extended to such objects, of neighboring rights of foreign legal entities and individuals, as phonograms which were recorded or published prior to the date of entry into force of the Convention for Ukraine, unless as of the date of entry into force of the Convention for Ukraine they were in the public domain by virtue of expiration of the term of protection in the country of origin. Said provision shall be extended to the legal relations which will arise in Ukraine after this Law takes effect.

The Cabinet of Ministers shall urgently develop and submit to the Supreme Rada of Ukraine for its consideration the priority measures relating to the application and performance by Ukraine of its obligations under the Convention.

In connection with the adoption of this Law, to make amendments and addenda to the legislative acts of Ukraine:

1. In the Law of Ukraine "On Copyright and Neighboring Rights" ("Vidomosti Verkhovnoyi Rady Ukrayiny", 1994, No. 13, p. 64):

- To add the following new paragraphs to Article 4:

"Duplicate of a phonogram means an article which contains sounds taken directly or indirectly from a phonogram and which embodies all or a part of the sounds fixed in that phonogram;

Distribution (dissemination) of duplicates of phonograms means any act by which duplicates of a phonogram are offered, directly or indirectly, to the general public or any section thereof, including by wholesale or retail sale."

- To add the following part four to Article 41:

"4. Import into Ukraine, manufacture, distribution (dissemination) and other use of duplicates of phonograms without permission of the entities which own the neighboring rights shall be recognized as infringement of such neighboring rights protected in Ukraine."

- To add the following words to clause 4 of the Resolution of the Supreme Rada of Ukraine dated December 23, 1993 "On The Procedure For Putting Into Force The Law of Ukraine "On Copyright and Neighboring Rights" ("Vidomosti Verkhovnoyi Rady Ukrayiny", 1994, No. 13, p. 65): "unless otherwise stipulated by the legislation of Ukraine or by an international agreement to which Ukraine is a party."

President of Ukraine






L.D. Kuchma

ATTACHMENT 4

DRAFT

LAW of UKRAINE

"On Amendments to the Law of Ukraine 'On Copyright and Neighboring Rights'"
Final Provisions

“4. To establish that, beginning with the date of entry into force of this Law, the periods of protection for the rights specified in Articles 28 and 44 of this Law shall apply in all cases in which the 50-year period of validity of copyright or neighboring rights shall not have expired in the country of origin";

“7. To establish that this Law shall be applicable to the objects of neighboring rights created or first published before this Law’s entry into force if, as of the date of the entry into force, the 50-year period shall not have elapsed since their first recording (for performances), publication (for phonograms), or broadcast (for broadcast program)”.

� E.P. Gavrilov, “Copyright”, 1988.


� Point 2 of the Rada Resolution "On the Procedure for Implementing the Law of Ukraine 'On Copyright and


Neighboring Rights'" of 23 December 1993.


� Law No. 3942 "On Amending the Civil Code of the Ukrainian SSR" of 4 February 1994.


� Article 9 of the Ukrainian Constitution.


� Articles 7 and 17 of the Law "On the International Treaties of Ukraine".


� "Intellectual Property in Ukraine", Kyiv-1999, p. 90.


� Published in the "Voice of Ukraine" newspaper on 19 June 1999.


� A.P. Sergeyev, Intellectual Property Rights in the Russian Federation, 1999, p. 329.


� “Promulgation” under the 1994 Copyright Law is defined as “action that makes a work available to the public irrespective of the means whereby this is achieved…”, meaning making the work available to public for the first time by any means.  One of means of promulgation is first publication.  “Publication” on the other hand is defined as “issuance into circulation of specimens of a work or a phonogram… in the quantity that satisfies reasonable public demand through their sale, lease, public rent, or by other means of transfer of ownership right or possession right to the specimen of a work or a phonogram.”   





� Point 5 of the Rada Resolution "On the Procedure for Implementing the Law of Ukraine 'On Copyright and


Neighboring Rights'" of 23 December 1993.


�	Clause 5 of the Rada Resolution "On the Procedure for Implementing the Law of Ukraine 'On Copyright and


Neighboring Rights'" of 23 December 1993.


�	Point 4 of the Rada Resolution "On the Procedure for Implementing the Law of Ukraine 'On Copyright and


Neighboring Rights'" of 23 December 1993.


�	Clause 4 of the Rada Resolution "On the Procedure for Implementing the Law of Ukraine 'On Copyright and


Neighboring Rights'" of 23 December 1993.








� A.P. Sergeyev, Intellectual Property Rights in the Russian Federation, 1999, p. 403.


� The Law "On Accession of Ukraine to the Berne Convention for the Protection of Literary and Artistic Works (Paris Act of 24 July 1971, as amended on 2 October 1979)."


�	The Berne Convention entered into force in Ukraine on 25 October 1995.
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