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Means of Protecting Intellectual Property in Ukraine (New Legal Measures)

It is well known that the intellectual-property market in Ukraine is riddled with piracy, counterfeiting, falsification, and other violations of rights.

In order to combat this evil in Ukraine, various measures are being ever more actively applied. These are primarily legal measures that consist, in essence, of the creation of effective legal mechanisms for the prevention and termination of rights violations in this area.  Ukrainian legislation directed at the protection of intellectual-property rights has been undergoing vigorous development of late:  New means of protection have appeared, including civil-legal, administrative and criminal measures that conform, in large part, to international standards for the protection of intellectual-property rights.

Of course, wider protections have not yet been adopted with respect to all objects of intellectual property, but only with respect to certain ones; nonetheless, the need for uniform legal protections for all objects of intellectual property, without exception, is already being appreciated.  Thus, for example, the Draft Civil Code (Book 4, “Intellectual Property”) provides for the introduction of a general (unified) suite of civil-legal means for the protection of all objects of intellectual property that may be protected in Ukraine.

Civil-legal means of protection

At this time, the protection of intellectual-property rights (the scope and methods thereof) is governed by special laws prescribing a national protection regime for specific objects of rights.

A general feature of those specialized laws currently in effect is the protection of violated rights by the presentation of claims:  (1) for the termination of actions that violate the property rights of a rights-holder; and (2) for the recovery of damages, including lost income.

In certain instances (for example, the protection of copyrights and neighboring rights to topographies for integrated microcircuits) the law allows the following additional measures to be applied:


-- Compensation of moral damages;

-- Confiscation, for the rights-holder’s benefit, of any profit received by the violator as a result of the violation, instead of the reimbursement of damages;

-- Compensation in an amount determined by a court, instead of the reimbursement of damages or confiscation of the violator’s profit;

-- Destruction or alienation of all integrated microcircuits manufactured in violation of rights, and of the technical means for their manufacture. 

In addition, the overwhelming majority of current laws concerning intellectual-property protection allow for protective measures against these or other actions taken in violation of rights, i.e., after the violation of rights has already occurred.  Only certain of them prescribe protective measures as well for actions that create a threat of future violations of rights, i.e., that allow violations to be combated at the stage of intent and planning.

Such means of protection are prescribed, in particular, for rights to “the identification of the origin of goods” and to objects of copyright and neighboring rights.  It should be noted that the law with the most advanced regime of protective methods and measures is the Law of Ukraine “On Copyright and Neighboring Rights”, the new version of which was adopted earlier this year and which allows for the application of other means of protection.  For example:

(1) This Law gives rights-holders the right to demand the cessation of all manufacturing activities that are in violation of their rights, including the suspension of customs procedures should it be suspected that counterfeit products are being imported or exported;

(2) The rights-holder is granted the right to take part in inspections of production facilities, warehouses, and technological processes and financial operations associated with the manufacture of phonograms (videograms) suspected of violating or threatening to violate rights;

(3) The law allows for the requirement (including by judicial process) of the media publication of information on copyright and neighboring-rights violations and of judicial rulings (in full) regarding such violations;

(4) The new law grants judicial organs broader authority to protect copyright and neighboring rights.  Thus, in particular, judicial organs have received the right:

-- To rule on the seizure or confiscation, not only of counterfeit products, but also of any special means (equipment, devices, etc.) for thwarting protective copyright and neighboring-rights technology.

-- To apply temporary measures necessary to preserve the evidence of a violation, which may consist, pursuant to ruling, of such mandatory measures as:

· Inspection of those premises where acts associated with the violation of copyright and neighboring rights are believed to be occurring;

· Arrest and seizure of all copies of works and phonograms that, in the applicant’s opinion, are counterfeit, as well as materials and equipment used for their manufacture;

· The arrest and seizure of documents that can serve as evidence of the commission of acts that violate or threaten to violate copyright or neighboring rights.

It is very important that these measures can be applied at the rights-holder’s request, which can be made before a civil suit is filed; such a request is subject to immediate review (within a two-day period from the time of the request, and without the violator’s participation) and enforcement.

Similar measures may be adopted without the participation or prior notification of the violating party.

Administrative and Criminal Measures

Over the course of this year, Ukrainian law has been noticeably enhanced by a series of new administrative and criminal measures aimed at ending the violation of intellectual-property rights.

Code of Administrative Violations (Article 512)

Administrative liability extends to all cases of the illegal use of any objects of intellectual-property rights that are protectable in Ukraine; previously, such liability was incurred for the violation of rights to plant types (Article 512)), trademarks, firm names, and unfair competition (Article 1633).  In addition, such liability is prescribed for the appropriation of authorship of any object of intellectual property.

Thus, administrative liability currently encompasses violations of both property and non-property rights to absolutely all objects of intellectual property are protected in Ukraine.

The amount of administrative sanctions has been increased, and now amounts to a fine of 10 to 200 tax-free minimum incomes, which at the present time equals 170 – 3400 hryvnyas, or approximately 33 – 650 USD.  The confiscation of all violating items (i.e., products and the equipment and materials designed for their manufacture) is also prescribed.

Customs Code (Article 116-1)

Fairly serious administrative liability has been introduced for the transport of goods or items manufactured in violation of intellectual-property rights, in the form of a fine:

-- For citizens, in an amount from one to 500 tax-free minimum incomes (or 118 – 59,000 hryvnyas, or approximately 23 – 11,350 USD);

-- For officials, in an amount from 10 to 1,200 minimum salaries (or 1,180 – 141,600 hryvnyas, or approximately 230 – 27,230 USD), with confiscation of the goods stipulated above.

Criminal Code (Articles 176, 177, 229 and 231)

The application of criminal sanctions is currently limited to the violation of property rights concerning:


-- Copyright and neighboring rights (Article 176 of the Criminal Code);


-- Industrial-property rights;


-- The illegal use of trademarks and firm names (Article 229 of the Criminal Code);


-- The collection and use of trade secrets (Article 231 of the Criminal Code).

The violation of non-property intellectual-property rights has incurred no criminal liability since 1 September 2001, i.e., the date on which the new version of the Criminal Code of Ukraine became effective.  Therefore, such widespread violations as the appropriation of authorship of objects of intellectual property are no longer subject to criminal punishment.

The application of criminal measures, as a rule, is permitted only in cases when the violation of rights leads to material damage or the receipt of an especially large amount of income.  Such damage or income is deemed to have occurred when:

-- In the illegal enjoyment of copyright or neighboring rights, no damage is borne by the rights-holder, but:

· The value of the counterfeit products is 100 times greater than one tax-free minimum income, i.e., 1,700 hryvnyas or approximately 330 USD – a large amount of damage;

· The value of the counterfeit products is 1,000 times greater than one tax-free minimum income, i.e., 17,000 hryvnyas or approximately 3,3000 USD – an especially large amount of damage;

-- In the illegal enjoyment of industrial-property rights:

· If the amount of damage exceeds one tax-free minimum income by at least 11 times – a large amount of damage;

· If the amount of damage exceeds one tax-free minimum income by at least 1000 times – an especially large amount of damage;

-- In the illegal use of a trademark or firm name:

· If the rights-violator’s income exceeds 300 tax-free minimum incomes, i.e., 5,100 hryvnyas or approximately 1,000 USD;

-- In the illegal gathering or use of trade secrets:

· If the rights-violator causes substantial harm to the owner of the trade secret.  The meaning of “substantial harm” is flexible, and must be decided according to the circumstances of each individual case.

The criminal punishment prescribed for the violation of intellectual-property rights (other than the use of trade secrets) is imprisonment for a period of up to two years, making this crime, in the context of the Criminal Code, one of minor severity, i.e., one that is simple to commit and not very dangerous.  Actions associated with the illegal collection and use of trade secrets are only regarded as crimes of medium severity, since the maximum punishment in this case is imprisonment for a period of up to three years.

Regardless of the fact that these criminal measures only became effective on 1 September of this year, their application has proceeded with minimal government interference, since criminal cases have been brought, as a rule, at the behest of injured rights-holders.  This, in my view, does not fully satisfy the letter of the law, or the requirements of international agreements to which Ukraine is a party.

Unfortunately, it has become apparent that the least severe punishment under the new Criminal Code is reserved for the most widespread violation of intellectual property rights – the illegal use of trademarks (Article 229 of the Criminal Code).  The punishment in this case is a fine of 100 – 200 tax-free minimum incomes (i.e., from 1,700 to 3,400 hryvnyas), or 100 – 200 hours of community service, or up to two years of correctional labor. 

